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IN THE UNITED STATES PATENT AND TRADEMARK OFFICE 



Applicant 
Appl. No. 
Filed 



Sibley et al. 
09/829,631 



For 



Examiner 



April 10, 2001 

THE ST-B17 SEROTONIN 
RECEPTOR. 

Allen, Marianne P. 



Group Art Unit : 1631 



INFORMAL COMMUNICATION FOR DISCUSSION PURPOSES ONLY 



Commissioner for Patents 
P.O. Box 1450 
Alexandria, VA 22313-1450 



In preparation for the in-person interview scheduled for Tuesday, 17 March 2004, at 10 
a.m., please consider the following proposed amendment (for which support is found throughout 
the specification, for example, at 22:37): 



Dear Sir: 
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PROPOSED AMENDMENTS TO THE CLAIMS 



Please amend Claim 17 as follows under this proposed amendment: 
1-16 PREVIOUSLY CANCELED 

17. (Currently amended) An isolated nucleotide sequence encoding a serotonin receptor 
protein St-B 1 7, said nucleotide sequence being selected from; 

(a) a nucleotide sequence comprising SEQ ID NO:7; 

(b) a nucleotide sequence comprising SEQ ID NO: 12; 

(c) a human nucleotide sequence hybridizing under moderate stringency 
conditions at 6XSSC and 55 D C S pH7, to a 1192 bp Xmal-BstXI or a 655 bp BamHI-EagI 
fragment from SEQ ID NO:7; or 

(d) a nucleotide sequence encoding a protein having the amino acid sequence 
shown by SEQ ID NO:S or SEQ ID NO:13. 

18. (Previously presented) The nucleotide sequence according to Claim 17, wherein said 
nucleotide sequence is selected from (a). 

19. (Previously presented) Hie nucleotide sequence according to Claim 17, wherein said 
nucleotide sequence is selected from (b). 

20. (Previously presented) The nucleotide sequence according to Claim 17 s wherein said 
nucleotide sequence is selected from (c). 

21. (Previously presented) The nucleotide sequence according to Claim 17 s wherein said 
nucleotide sequence is selected from (d). 

22. (Previously presented) A recombinant construct comprising the nucleotide sequence 
according to Claim 17 ? operably linked to a heterologous promoter. 

23. (Previously presented) The recombinant construct according to Claim 22, which is an 
expression vector. 

24. (Previously presented) The recombinant construct according to Claim 23,. which is a 
eulcaryotic expression vector, 

25. (Previously presented) A mammalian ceil line comprising the nucleotide sequence of 
Claim 17, said mammalian cell line expressing St-B 17 serotonin receptor. 

26. (Previously presented) The cell line of Claim 25, wherein said cells are derived from a 

human. 

27. (Previously presented) The cell line of Claim 26, wherein said cells are HEK 293. 
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28. (Previously presented) An isolated protein encoded by the nucleotide sequence of any 
of Claims 17-21. 
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By containing the desired set of claims rather than adding the desired set of claims by 
preliminary amendment, the continuation application does not contain new matter and 
cannot be redesignated as a continuation-in-part 
Additionally, please consider the attached marked-up copy of MPEP 201.06(c) indicating 
lhat the Patent Office strongly recommends that a continuation application contain only the 
desired set of claims rather than add the desired set of claims by preliniinaiy amendment. The 
filing of the desired set of claims (Claims 1-16) rather than adding the desired set of claims by 
preliminary amendment resulted in the office action determining that the continuation application 
contains new matter and must be redesignated as a continuation-in-part. Nevertheless, the MPEP 
additionally indicates that the prior set of claims was properly incorporated by reference by a 
statement in the application transmittal letter specifically enumerating the prior application. 
There is no dispute that, other than the desired set of claims, the specification is identical to the 
prior specification (except for the introduction of SEQ ID identifiers). Assuming for the sake of 
argument that Claims 1-16 did not meet the requirement under 35 USC 112/1 for written 
description (although they were not rejected under 35 USC 112/1 for lack of written description), 
the claims have been canceled and replaced with Claims 17-28. By containing the desired set of 
claims rather than adding die desired set of claims by preliminary amendment, the continuation 
application does not contain new matter (although there is a dispute as to whether subsequently- 
canceled Claims 1-16 meet the requirement under 35 USC 112/1 for written description), the 
specification of which is otherwise identical to the pri or specification (except for the introduction 
of SEQ ID identifiers), properly incorporates by reference the prior set of claims, conforms with 
the procedure strongly recommended by the Patent Office, and cannot be redesignated as a 
continration-in-part. 

Respectfully submitted, 

KNOBBE, MARTENS, OLSON & BEAR, LLP 

Dated: 3 /?/**/ By: 

/ / NaifcyW. VensKo 

Registration No, 36,298 
Attorney of Record 
Customer No. 20,995 
(805) 547-5585 

O:\DOCSWVV\NW-99S3.DOC 030404 
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201.06(c) 37 CFR 1.53(b) and 37 CFR 
1.63(d) piyisipnal-C ontilluation 

37 CFR 1.53, Application number-. films ^e. and 
completion of application, i 

(b) Application filing requirements - Nonpwvlstimid appli- 
cation* Tbo filing date of an appHcftfou for patent filed unto this 
section, except for a provisional application under paragraph (c) , 
of to section or a continued prosecution application undfsr para< 
graph (d) of this section, is fro date on which a specification gs 
prescribed by 35 U.S.C. 112 containing a description pursuant to 
5 1,71 and at feast one claim pursuant to fi L75 4 and any drawing 
require! by 5 1.81(a) aiofilfid in tbfc Patent andlradematkOmce, 
No new matter may be introduced into an application ate its fil- 
ing date, A continuing application, which may bo 4 continuation, 
divisional, or corttinuafan^ti-part application, may be filed under 
the conditions specified in 35U,S.G 120, 121 or 3fi5tc) and 
51.78(a). 

(1) Acon(anU^tionordiyisionalappU<»tionthatnamesat , i 
investors the spme or fewer than all of the inventors named in the 
prior application may be filed wide* this paragraph or paragraph 
(d) of thia section. -- m 

(2) A continufltion-in-part application (which may dis- 
close and claim subject matter not disclosed in the prior applica- 
tion) 01 a continuation Or diyistonal application naming, an 
inventor not named in (ho prior application must he filed under 
this paragraph. 

., ***** 

37CFRL63. Oath or Declaration* 



(d)(l)A newly executed oath or declaration is not required , 
under § L51(bX2) and 5 1.53(f) in a continuation or divisional 
application, provided uiat; 

(0 Hie prior nonprovisianal application contained an 
oath or declaration as prescribed hy paragraphs (a) througli (c) of 

this section; ,...'.'.„ 

(ii) The continuation or divisipnal application was filed, 
by all or by.fiawer -t^ ail of jue inVentors namo^ in the 'prior 
application; 1 .* {*- . -." -.f, .. i: 

(iii) The ppeefficatiah and drawings filed in (he continua- 
tion or divisional application contain no matter that would have 
been new matter in thtf prior application; arid 

(iv) A copy of the executed oath or declaration filed in the 
prior application, showing the signature or an indication thereon 
that it was signed, is submitted for ihe coittunjatiori or divisional 
application. 

(2) The copy of the executed oath or declaration submit- 
ted under this paragraph for a. continuation or divisional applica- 
tion must be accompanied by a statement requesting die deletion 
of the naxne or names of the person or persons who are not inven- 
tors in the continuation or divisional application. 



(3) Where the executed oath qt declaration of which a 
copy is submitted for a continuation or divisional application was 
originally filed in a r^r appHeatirjn accorded states under 5 147, 
the copy of the execufcd pathor declaration for such prior applica- 
tion mnst be accompanied by ? . 

(i) A copy of the decision granting a petition* to 
accord 8 1.47totus to ihfcpnoi application unless all inventory ox 
legal rBpreaentatives have filed an bath or declaration to join in an 
appUcation aecorded ribjs underS 1A7 of which the continuation 
or divuional application claims a benefit under 35U.S.C. 120, 
121, or 365(c); and . 

gi) If one or more inventors) or legal representa- 
tives) who refused to join in the prior application or could not be 
found or reached ha* subsequently joined in the prior application 
* or another application of which the continuation or divisional 
< application claims a benefit under 35 U.S.C. 120, 121, or 365(c), a 
, copy of the subsequontly executed patb(a) or declaration^) filed 
' by the inventor or legal representative to join in Ihe application. 

(4) Where the power of attorney (or authorization of 
agent) or correspondence address was changed during *e prose- 
' cution of the prior application, the change in power of attorney (or 
flnthorization of sigent) or correspondenco address must be identi- 
fied in the continuation or divisional application* Otherwise, the 
Office rnay not recognize in the continuation or divisional appli- 
cation die change of power of attorney (or-authorization of argent) 
or correspondence address <hirin£ the. prosecution of the prior 
application. 

(5) A newly executed oath or declaration 0}ust be filed in 
a continuation' or divisional application naming an inventor not 

■ named in the prior application. ' 

IN GENERAL 

37 CER 1.53(b) is the section under which all appli- 
cations are filed EXCEPT: (A) an application result- 
ing fiora ertfry of an international application into the 
national, stage under 35 U.S.C 371 and ** 37 CFR 
1,495; (B) a provisional application under 35 U.S.C. 
Ul(b) and 37 CFR 1.53(c); or (C) a continued prose- 
cution application (CPA) under 37 CFR 1.53(d). 
Applications submitted under 37 CFR 1.53(b), as wdl 
as CPAs subfnitted tinder 37 CFR l-53(4)> are applica- 
tions, filed under £5 'U-S-C Utfa).. An application 
filed! under 37 CFR 1.53(b) unky be an original, a con- 
tinuation, a divisional, a continuation-in-part, or a 
' subsets. (See MPEP § 2GL09 for substitute appli^ 
cation,) The application may be for a "utility" patent 
under 35 U.S.C. 101, a design patent under 35 U.S.C. 
171, a plant patent under 35 U.S.C. 161* or a reissue 
unde¥35U.S,a251. 

37 CFR 1.53(b) ijs the "default" application. An 
application that is not (A) the result of the entry of ad 
international application into the national stage after 
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TYPES, CROSS-NOnNQ, AND STATUS OF APPLICATION 



compliance with 35 uy5J0; 371 and ** 37 CFR1.495; 
(B) a pi^visioi^ appUcation' tmder 37 C3FR l-.53{c), 
or (<i) a CPA under 37 CER 1.53(d), i& an application 
filed umter -37 r CER 1.53(b). An application will be 
treated as ope JSied ntt4er 37 CFR 1.53(b) unless oth- 
erwise designated. ■ ' 1 \ fM 

In order to ^ coinpleta for filing date purposes, all 
applications _,fl|ed un^er 37. CFR 1.53(b) ,must include 
a specification as prescribed by 35 U.S,C. 112 con- 
taining a description pursuant to 37 CFR 1.71 and at 
least one claim pursuant to 37 CFR 1,75, and any 
drawing required by 37 CFR 1.81(a). The statutory 
filing fee and an oath or declaration in compliance 
with 37 GFR L63 (and 37 CFR 1.175 (if a reissue) or 
37 CFR 1.162 (if for a plaht patent)) are also required 
by 37 CFR 1.51(b) for a complete application, but the 
filing fee and o&ffc ojr declaration tnay be filed after 
the application filing date upon payment of the sur- 
charge set forth in 37 CFR 1.16(e). See 37 CF& 
1.53(f). " ' 

Any application filed on or after December 1, 1997, 
which is identified by the applicant a£ an application 
filed under 37 CFR LtfQ will be processed as an appli- 
cation under 37 CER 1.53(b) (using the copy of the 
specification, drawings and signed oath/declaration 
filed in the prior application supplied by the appli- 
cant). . Any submission of an application including or ' 
relying 1 on a copy of an oath, or declaration that would 
have been proper under 37 CFR 1,60 will be a proper 
fflinfe under 37 CFR 1.53(b). 

. A new application containing a copy of an oath or 
declaration under 37 CFR 1.63 referring to an 
attached specification is indistinguishable from a con- 
tinuation or divisional application containing a copy 
of an oath or declaration from a; prior application sub- 
mitted pursuant to 37 CFR 1 .63(d). Unless an applica- 
tion is submitted with a statement that the' application 
is a continuation or divisional application, see 37 CFR 
1.78(a)(2), die Office will process the application as a 
new non-continuing application, Applicants j^re 
advised to clearly designate any continuation, divi? 
sional.pr continu^tioji-an-part application as such to 
avoid the issuance of. a filing receipt that does not 
indicate that the application is a continuation, divi- 
sional* or continuation-in-part 



QATH/DECLARATION 



37 CFB, 1.63(d) provide? that a newly executed 
oath or declaration is not required in a continuation or 
divisional application filed by all or by ; fewer than all 
of the inventors named in a prior nonprovisionat 
plication containing a signed oath or declaration 3$ 
required by 37 CFR 1,63, provided that a copy of the 
signed oath or declaration filed in the prior applica- 
tion is submitted fin: the continuation' or divisional 
application and the specification and drawings filed in 
the continuation or divisional application (do not con- 
tain any subject mane): that would have been new 
matter in the prior application. The copy of the oath or 
declaration must show the signature of the inventory) 
or contain an indication thereon that the oath or ^la- 
ration was signed (e.g., the notation "/a/" on tHfe'line 
provided for the signature). 

It is not necessary to have the inventor sign a new 
oath or declaration merely to include a reference to 
the duty of disclosure if the parent application was 
filed prior to January 1, 1978, to indicate that the 
inventor has reviewed and understands the contents' of 
the application if the parent application was filed prior 
to October 1, 1983, or to indicate the inventor's post 
office' address if (he parent application was filed prior 
to December 1, 1997, and the inventor's mailing or 
post office address is identified elsewhere in the appli- 
cation, 

When a. copy of an oath or declaration frpm a prior 
application is filed in a continuation or . divisional 
application under 37 CFR L53(b), special care should 
be taken by the applicant to ensure that the copy is 
matched with the correct application file. Applicant 
should file the copy of the oath or declaration with a 
cover letter explaining that the copy of the oath or 
declaration is for the attached application or for a pre- 
viously-filed 37 CFR 1 -53(b) application (identified 
by application number which consists of a two-digit 
series code, e.g,, 08/, and a six-digit serial number, 
e.g., 123,456), An adhesive label may be attached to 
the front of the copy of the oath or declaration. The 
label should clearly «ate that the copy of the oath or 
declaration is intended for the attached application 
submitted therewith or for Application No. XX/ 
YYY,YYY. During initial processing, attachments 
(e.g., a cover letter) to application papers may be sep- 
arated. Therefore, applicant should not rely solely 
upon a cover letter. Note: 37 CFR 1.5(a) states that.no 
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correspondence relating to an application should be 
fiied prior to receipt of the application number infbr- • 
motion from die Patent ^Trademark Ofl&c'e. 

37 CFR 1.63(d) .requires, a copy of &e signed oath 
or declaration frogi the prior application, In instances 
in which the oatfc or declaration filed in the prior 
application is itfieif a cbpy of an oath or declaration 
frorn a prior application, either a copy of the copy of 
the oath or 'declaration in the prior application or a 
direct copy , of the original oath or declaration is 
acceptable, as both ere a copy of the oatfi or declafa- 
tion in the prior application, see 37 CFR l,4(d)(l)(ii), 

The patent statute and rules of practice do not 
require that an oath or declaration 'include a date of 
execution, and no objection should be made to an oath 
or declaration because it lacks either a recent date of 
execution or any date of execution- The applicant's 
duty of candor and good faith including compliance 
willi the duty of disclosure requirements of 37 CFR 
156 is continuous and applies' to the continuing appli- 
cation, 

A newly executed oath or declaradon is required in 
a continuation or divisional application filed under 
37 QFR 1.53(b) naming an inventor not named in die 
prior application, and in a continuation-in-part appli- 
cation. 

SPECIFICATION AND DRAWINGS 

A continuation or divisional application may be 
filed under 35 U,S,C. 111(a) using the procedures set 
forth in 37 CFR 1.53(b), by providing; (A) a copy of 
the prior application, indudii*g a copy of the signed 
oath or declaration in such prior application, as 
' (B) a new specification and drawings and a copy 
the signed oath or declaration as filed in the. jai 
application provided the new specification and draw- 
ings do not contain any subject matter that would 
have been new matter in the prior application; or (C) a 
new specification and drawings and a newly executed 
oath or declaration provided the new specification and 
drawings do- not contain any subject inatter that would 
have been new matter in the prior application. If a 
continuation or divisional application filed with a 
newly executed oath or declaration contains subject 
matter that would have been new mater in the prior 
application, the application will have to be amended 
to indicate that it is a continuation-in-part application 
rather than a continuation or a divisional application, 




The epecifiotfidh and drawings of a continuation or 1 
divisional application filed under W CFR 1.53(b) are 
not limited to a reproduction or "true copy.' <?f the 
prior application, Le.; the applicant nw .revise., (he 
specification for clarity or contextual purposes yiM.- 
yis the specification originally filed in the prior appli- 
cation in die manner that an applicant may file a sub- 
stitute specification, see 37 CFR 1 125, or amend the . 
drawings of an application so long as it does not result 
in the introduction of new matter. It is the applicant's 
responsibility, to review any new specification or 
drawings submitted for a continuation or divisional 
application under 37 CFR 1.53(b) and 37 CFR4.63(d) 
to determine that it contains no new matter An appli- 
cant is advised to simply file a continuing application 
With ,f newly executed oath or declaration- when it is 
questionable as to whether the continuing application 
adds material that would have been new matter if pre- 
sented in the prior application.' If one or more claims 
are allowed in the continuation or divisional applica- 
tion which are directed to matter shown and described ■ 
in the prior nonpro visional application but not 
claimed in the prior application, the applicant should 
be required to file a supplemental oath or declaration 
under 37 CFR 1.67(b). 

Where a copy of the oath or declaration ftom a 
prior application was filed in a continuation of divi- 
sional application, if the, examiner determines that 
new matter is present relative to the prior application, 
the examiner should so notify the applicant in the next 
Office option (preferably the first Office action), .The 
examiner should require: (A) a new oatf* or,declara- 
tion along with the surcharge set forth in 37 CFR 
1.16(e); and '(B) that the application be redesignated 
as a continuation-in-part, 

>Any utility or plant patent application, including 
any continuing application, that will be published pu*- 
suant to 35 U.S.C. 122(b) should be filed under 
37 CFR 1.53(b) with a specification (including the 
claims), and drawings, that the applicant would like to 
have published. This is important because the Office 
will generally publish the specification (including the 
claims) and drawings as filed and, under 35 U.S.C, 
154(d), a patentee may obtain provisional rights if the 
invention claimed in a patent is substantially identical 
to the invention claimed in the application publica- 
tion. Filing a continuing application under 37 CFR 
1.53(b) with a preliminary amendment (which makes 
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201,W(c) 



all the desired-changw to the specification! including 
adding, deleting or amending claims) is NOT recom-. 
mended because the changes made by the preliminary 
amendment generally not be reflected in the 
patent apj)lidaiic»ii publication even if the preHmiiiaiy 
amendment is rirferred to in an oath or declaration. As 
npted above, a <#ntinuation or divisional application 
filed un^er 37 CFR 1.53(b) 1 may be filed with a new 
spclflcatibn and corrected; drawings, along with a 
copy of an oath or declaration from a prior (parent) 
application, provided the new specification and draw** 
ings do not contain any subject matter that would 
have been new matter in the prior application. Thus, 
the new speciffcation and corrected drawings may 
include some or, all of the amendments entered during 
the prosecution of the prior application^), as well a$ 
additional amendments submitted for clarity or con- 
textual purposes, and a new set of claims. In order to 
have a patent application publication of a continuation 
ot divisional application contain only a desired set of 
claims, rather than the set of claims in the prior appli- 
cation, it is strongly' recommended that the continua- 
tion or divisional application be filed under 37 CFR 
1.53(b) with a new specification containing only the 
desired set of claims. If the continuation or divisional 
application is filed with a copy of the specification 
from the prior application along with a preliminary 
amendment which cancels, amends and/or adds, new 
claims, publication of the application, as amended, 
^would only occur if a copy of the specification (with 
the amended set of claims) was also submitted 
\ through the Office's Electronic Filing System (EFS).< 

^iytP RPORAiaON BY REFERENCE 

\. l : ; In a continuation or divisional application, the safe- 
guard (petition and fee under former 37 CFR 1.60(b)) 
concerning the filing of an application' lacking all of 
the pages of the specification or sheets of drawings of 
the prior application has not been retained in 37 CFR 
1.53(b) since the specification and drawings of a con- 
tinuation or divisional application are not limited to 
a reproduction or a "true copy 1 * of the prior applica- 
tion. As a safeguard, however, an applicant may 
incorporate by reference the prior application by 
including, in the continuation or divisional applica- 
tion-as-filed, a statement that such specifically enu- 
merated prior application or applications are "hereby 



incorporated herein by reference." The statement 
may appear in the specification or in the application 
transmittal letter. The incorporation by reference 
statement can only be relied upon to permit the enter- 
ing of a portion of the prior application into the con- 
tinuation or divisional application when the portion of 
the prior application hap been inadvertently omitted 
from the submitted application papers in the continua- 
tion or divisional application The inclusion of this 
incorporation by reference of the prior appJication(s) 
will permit an applicant to amend the continuation or 
divisional application to include any subject matter in 
such prior application^ without the ne$d for a peti- 
tion provided the continuation or divisional applica- 
tion is entitled to a filing date notwithstanding the 
incorporation by reference. 

A priority claim under 35 U,S.C. 120 in a continu- 
ation or divisional application does not amount to an 
incorporation by reference of the application(s) to 
which priority is claimed. 

For the incorporation by reference to be effective 
as a proper safeguard against the omission of a por- 
tion of a prior application, the incorporation by refer- 
ence statement must be included in the specification- 
as-filed, or transmittal letter-as-filed* or in an amend- 
ment specifically referred to in an oath or declaration 
executing the application. >An incorporation by refer- 
ence statement added after an application's filing date 
is not effective because no new matter can be added to 
an application after its filing date (gee 35 U.S,C. 
132(a)). If an incorporation by reference statement is 
included in an amendment to the specification to add 
a benefit claim under 35 U-S.C. 120 after the filing 
date of the application, the amendment would not be 
proper. • When a benefit claim under 35 U.S.C, 120 is 
submitted after the filing of an application, the refer- 
ence to the prior application cannot include, an incor- 
poration by reference statement of the -.prior 
application. See, Dart Indus. ,v- Banner v 636 R2d 6&4, 
207 USPQ 273 (CA.D,C, 1980).< 

Mere reference to another application, patent, or 
publication is not an incorporation of anything therein 
into, the application containing such reference for the 
purpose of (he disclosure required by 35 U.S.C. 112, 
first paragraph. In re de Seventy, 474 R2d 671, 177 
USPQ 144 (CCPA 1973). See MPEP § 6O8.01(p); 
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